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DETAILED ACTION 



Specification 

1 . The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 41 recites the limitation "said conference call application" in claim 41 lines 1-2. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

4. , 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claim 54 is rejected under 35 U.S.C. 101 because the claimed invention is directed to. 
non-statutory subject matter. 

For claim 54, the claim is directed to a computer program per se, which is non-statutory 
subject matter. The claim recites a computer program product comprising code. The claim fails 
to mention a computer readable medium encoded with, stored with, or embodied with "computer 



Application/Control Number: Page 3 

10/799,671 

Art Unit: 2616 

executable instructions." Without these components the functionality of the claimed invention 
cannot be carried out. 

Claim Rejections - 35 USC § 102 

6, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-10, 12-17, 19-36, 38-39, and 41-54 rejected under 35 U.S.C. 102(e) as being 
anticipated by Kallio et al. (US Patent Application Publication 2004/01 90498). 

For claim 1, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, the method comprising the 
steps of: a) delivering a temporary routing number to the user terminal (see paragraphs 10-14, 
which recite forwarding address information to establish inter-networking between an IP based 
packet-switched network and a circuit-switched network); and b) establishing a circuit-switched 
call leg from the user terminal to the packet-switched network using the routing number (see 
paragraphs 10-14, which recite establishing a call leg towards the circuit-switched network 
based on the forwarded address information). 

For claim 2, Kallio et al. disclose a method for establishing a cormection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the delivering step 
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comprises delivering routing number comprising an E.164 number (see paragraph 41, which 
recites establishing a call using an E. 164 number). 

For claim 3, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the delivering step 
comprises performing using at least one session initiation protocol session setup message (see 
paragraph 47, which recites a conference setup based on a dial-in type of SIP conference). 

For claim 4, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the performing step 
comprises keeping the session initiation protocol session active during the circuit-switched call 
(see paragraph 62, which recites an active ongoing session from the IMS domain that is able to 
receive further REFER messages). 

For claim 5, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising an 
additional step of detecting whether the circuit-switched call leg is supported by the user terminal 
and the packet-switched network before the delivering step (see paragraph 44, which recites a 
session initiation protocol INVITE message. An OK message response indicates that the call leg 
is supported). 

For claim 6, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the detecting step 
comprises performing within a registration procedure (see paragraph 44, which recites a session 
initiation protocol INVITE message. An OK message response indicates that the call leg is 
registered). 
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For claim 7, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the establishing step 
comprises establishing the circuit-switched call leg comprising a call leg from an originating call 
(see paragraph 15, which recites establishing call legs between two connection ends, one of 
which is a call leg from an originating call). 

For claim 8, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the establishing step 
comprises establishing the circuit-switched call leg is a call leg from a terminating call (see 
paragraph 15, which recites establishing call legs between two connection ends, one of which is 
a call leg from a terminating call). 

For claim 9, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the delivering step 
comprises delivering the routing number to the user terminal from a call control element of the 
packet-switched network (see paragraph 35, which recite a media gateway control function that 
sends an initial address message to the GSM network to establish a first call leg in the circuit 
switched domain). 

For claim 10, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the establishing step 
comprises locating the user terminal outside its home network (see paragraph 53, which recites 
a visiting mobile switching center (VMSC) used when the user terminal is outside of the home 
network). 
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For claim 12, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the establishing step 
comprises performing using integrated services digital network user part (see paragraph 23, 
which recites using an integrated services digital network user part to establish a connection). 

For claim 13, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising providing 
a packet-switched conference call service to the circuit-switched network using the connection, 
and wherein the method comprises the steps of: transmitting, via a data path, a conference 
request directed to an application server which provides the conference call service (see 
paragraphs 35 and 41, which recite an application server that uses a REFER session initiated 
protocol message to the to create a voice call); receiving, via the data path, the temporary 
routing number as a conference routing number for a requested conference call in response to the 
conference request (see paragraph 35, which recites sending an initial address message in 
response to the REFER message); and using the received conference routing number to set up 
the circuit-switched call leg as a call leg of the conference call (see paragraph 35, which recites 
using the initial address message to establish a call leg towards the terminal device located in 
the circuit switched domain). 

For claim 14, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the step 
of selecting participants of the conference call and adding to the conference request an 
information specifying the selected participants (see paragraphs 37 and 44, which recite a call 
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that consists of all participates in a conference invited by a common source. An INVITE 
message is forwarded to the conference equipment specifying the desired participants). 

For claim 15, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the transmitting step 
comprises performing based on a pre-configured address information (see paragraph 45, which 
recites a server initiated SIP conference based upon a pre-determined time or application- 
dependent action. The action trigger causes the conference equipment to send INVITE messages 
to pre-determined participants). 

For claim 16, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the step 
of setting the pre-configured address information in a service subscription stage (see paragraph 
45, which recites a server initiated SIP conference based upon a pre-determined time or 
application-dependent action. The desired participants and their corresponding address 
information are pre-configured for the server initiated SIP conference to work). 

For claim 17, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the step 
of adding session-related information to the conference request, the session-related information 
comprising at least one of a subject: picture of the subject, payer of the conference, importance 
of the conference session, animation, video clip, sound clip, and textual description (see 
paragraph 46, which recites a charging model which designates the conference initiator as the 
payer o the conference). 
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For claim 19, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the transmitting step 
comprises transmitting via the data path that comprises a unstructured supplementary service 
data, vyireless application protocol, or hyper text transfer protocol channel (see paragraph 35, 
which recite a GSM subscriber with a terminal device used to connect to a packet switched 
network from a circuit-switched network, GSM terminal devices are typically capable of 
transmitting unstructured supplementary service data, wireless application protocol, or hyper 
text transfer protocol channel data). 

For claim 20, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the transmitting and 
receiving steps comprise performing using session initiation protocol (see paragraph 35, which 
recites sending the Media Gateway Control Function a REFER session initiation protocol 
message to initiate a conference call for SIP-based conferencing functionality). 

For claim 21, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the transmitting and 
receiving steps comprise performing using at least one session initiation protocol or service 
description protocol extension for communicating circuit-switched specific information (see 
paragraph 35, which recites sending the Media Gateway Control Function a REFER session 
initiation protocol message. The Media Gateway Control Function then uses the message to 
establish a call leg to the terminal device in the circuit switched domain). 

For claim 22, Kallio et 'al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the providing step 
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comprises setting up the circuit-switched connection to a media gateway control device which 
then routes the circuit-switched call to the application server (see paragraph 41, which recites an 
application server that sends REFER messages to the Media Gateway Control Function to 
establish a call between two subscribers): 

For claim 23, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the step 
of converting the routing number into a packet-switched conference address at the media 
gateway control device (see paragraph 41, which recites an application server that sends 
REFER messages to the Media Gateway Control Function to establish a call between two 
subscribers using the native SIP URI address in the packet-switched network). 

For claim 24, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the steps 
of: reserving the routing number as a temporary conference routing number at the application 
server during establishment of the conference call; and releasing the routing number for reuse 
after releasing the conference call (see paragraph 37, which recites a unique call-ID for 
identifying SIP calls, which is valid for the duration of the call). 

For claim 25, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the step 
of forwarding a join request to join the conference call from the application server to other 
participants specified in the conference request via a data path (see paragraph 44, which recites 
inviting potential participants to join an existing conference). 



Application/Control Number: Page 10 

10/799,671 

Art Unit: 2616 

For claim 26, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the forwarding step 
comprises transmitting the request using a session initiation protocol Invite message triggered by 
a received session initiation protocol refer message (see paragraph 44, which recites a SIP 
INVITE message to potential participants in response to receiving a SIP REFER message). 

For claim 27, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the forwarding step 
comprises forwarding the join request that comprises: at least one of an identification of the 
conference initiator; a subject of the conference call; a price of the conference call leg; and an 
information about a moderation of the conference call, an animation, a video clip, a sDund clip, 
and a textual description (see paragraph 44, which recites a SIP INVITE message to potential 
participants in response to receiving a SIP REFER message. The REFER message contains the 
URI address of the conference owner). 

For claim 28, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising a step of: 
forwarding, via another data path, the conference routing number from the application server to a 
requested participant specified in the conference request to indicate that the conference call will 
be established from the conference number to the requested participant, wherein at least one 
circuit-switched connection is set up from the application server using the conference number as 
a calling party number via a media gateway control device, which then routes the conference call 
to the requested participant (see paragraph 41, which recites an application server that sends a 
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REFER message to a media gateway control function to establish a call to the requested 
applicant). 

For claim 29, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the step 
of forwarding a kick-out request to the application server via the data path to thereby have a 
participant excluded from the conference call (see paragraph 44, which recites SIP REFER 
messages are used to establish a conference call with potential participants. Subsequently, a SIP 
BYE message can be used to terminate a call with a participant to exclude that participant from 
the conference call). 

For claim 30, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the forwarding step 
comprises forwarding the kick-out request that comprises an identification of the conference call 
and an identification of at least one the participant to be excluded (see paragraph 44, which 
recites SIP REFER messages are used to establish a conference call with potential participants. 

c 

Subsequently, a SIP BYE message containing the URI address of the participant to be excluded 
from the conference call can be used to terminate the call leg). 

For claim 31, Kallio et al. disclose a method for establishing. a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the receiving step 
comprises receiving the temporary routing number for the conference call, the conference call 
supports at least one of: an audio component, a non-real time video component; an application . 
component; and a messaging component (see paragraph 6, which recite audio, video, and chat 
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capabilities on a SIP network and paragraph P, which recites enabling internetworking between 
a packet switched and circuit-switched network through SIP enabled terminals). 

For claim 32, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the connection set- 
up is performed by using a conference policy control protocol over an Mt interface as a data path 
(see paragraph 35, which recite internetworking between an IMS packet-switched network and a 
GSM circuit-switched network. The MT interface for policy control is specified in GSM 
networks). 

For claim 33, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, further comprising the steps 
of: forwarding, via another data path, a join request to join the conference call from a requesting 
participant to at least one requested participant specified in the conference request (see 
paragraph 44, which recites inviting potential participants to Join an existing conference), 
wherein the join request comprises the conference routing number and a connection setup step 
comprising setting up a circuit switched connection from the at least one requested participant to 
application server using the conference routing number (see paragraph 44, which recites a 
conference equipment which sends out a SIP REFER message to potential participants to set up 
a call legs to the participant). 

For claim 34, Kallio et al. disclose a method for establishing a connection from a packet- 
switched network to a user terminal via a circuit-switched network, wherein the forwarding step 
comprises forwarding the request using session initiation protocol Refer message and the 
connection setup step comprises establishing the at least one circuit switched connection using 
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session initiation protocol Invite message (see paragraph 44, which recites receiving a SIP 
REFER message and in response sends out a SIP INVITE message to establish call legs to the 
potential participants). 

For claim 35, Kallio et al. disclose a terminal device for providing a connection to a 
packet-switched network via a circuit-switched network, the terminal device comprising: a) 
communicating means for receiving a temporary routing number delivered to a user terminal (see 
paragraphs 10-14, which recite forwarding address information to establish inter-networking 
between an IP based packet-switched network and a circuit-switched network); and b) 
establishing means for establishing a circuit-switched call leg from the user terminal to the 
packet-switched network using the temporary routing number (see paragraphs 10-14, which 
recite establishing a call leg towards the circuit-switched network based on the forwarded 
address information). 

For claim 36, Kallio et al. disclose a terminal device for providing a connection to a 
packet-switched network via a circuit-switched network, wherein the connection is used to 
provide a packet-switched conference call service in the circuit-switched network, the 
conimunication means is configured to transmit via a data path a conference request directed to 
an application server which provides the conference call service (see paragraphs 35 and 41, 
which recite an application server that uses a REFER session initiated protocol message to the 
to create a voice call), and to extract the temporary routing number as a conference routing 
number from a response received via the data path (see paragraph 35, which recites an initial 
address message in response to the REFER message); and wherein the establishing means is 
configured to establish the circuit-switched call leg using the extracted conference routing 
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number (see paragraph 35, which recite using the initial address message to establish a call leg 
towards the terminal device located in the circuit switched domain). 

For claim 38, Kallio et al. disclose a terminal device for providing a connection to a 
packet-switched network via a circuit-switched network, wherein the communication means is 
configured to use a session initiation protocol message for forwarding the conference request 
(see paragraph 35, which recites sending the Media Gateway Control Function a REFER 
session initiation protocol message to initiate a conference call for SIP-based conferencing 
functionality). 

For claim 39, Kallio et al. disclose a terminal device for providing a connection to a 
packet-switched network via a circuit-switched network, wherein the communication means is 
configured to use at least one session initiation protocol or service description protocol extension 
for communicating circuit-switched specific information (see paragraph 35, which recites 
sending the Media Gateway Control Function a REFER session initiation protocol message. 
The Media Gateway Control Function then uses the message to establish a call leg to the 
terminal device in the circuit switched domain). 

For claim 41, Kallio et al. disclose a terminal device for providing a connection to a 
packet-switched network via a circuit-switched network, wherein the conference call application 
is implemented as a native client application or as a midlet application (see paragraph 58, which 
recites a SIP agent that is a native application on the terminal device for establishing 
communication using SIP messages). 

For claim 42, Kallio et al. disclose a terminal device for providing a connection to a 
packet-switched network via a circuit-switched network, wherein the communication means are 
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configured to transmit the conference request in consequence of receiving a first request from 
another user (see paragraph 38, which recites a session transfers in SIP networks using the 
REFER message. The REFER message contains a ''referred-to " and ''referred-by*' component 
used to transfer conference sessions between SIP users). 

For claini 43, KalHo et aL disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, the server device comprising: 
communicating means for receiving from the circuit-switched network, a connection request via 
a data path (see paragraph 35, which recites a Media Gateway Control Function that receives a 
SIP REFER message to establish SIP -based connection)', and means for delivering a temporary 
routing number for the circuit-switched network via the data path (see paragraph 35, which 
recites responding to the REFER message by sending an initial address message). 

For claim 44, Kallio et al. disclose a server device for providing a cormection from a 
packet-switched network to a circuit-switched network, wherein the connection is used to 
provide a packet-switched conference call service to the circuit-switched network (see 
paragraph 35, which recites SIP-based conferencing between an IMS packet-switching network 
and GSM circuit-switched network), the connection request is a conference request, and the 
temporary routing number is a conference routing number (see paragraph 44, which recites a 
SIP REFER message which includes the URI address of the conference owner). 

For claim 45, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, further comprising allocating means for 
allocating the conference routing number as a temporary E.164 number to the conference call 
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(see paragraph 41, which recites using the E.164 address in the '"Refer-to" header of the SIP 
REFER message indicating the address of the conference owner). 

For claim 46, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, wherein the allocating means is 
configured to reserve a plurality of E.164 numbers for a plurality of conference calls (see 
paragraph 41, which recites an E, 164 address for each leg of the conference call, which allows 
for a plurality of conference calls). 

For claim 47, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, wherein the reserved plurality of E.164 
numbers comprises a plurality of toll-free numbers and a plurality of charged numbers (see 
paragraph 41, which recites an E, 164 address for each leg of the conference call which allows 
for a plurality of conference calls. The EJ64 address can comprise toll-free numbers and 
charged numbers). 

For claim 48, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, wherein the allocating means is 
configured to select the E,164 number from the plurality of charged numbers included in the 
conference request (see paragraph 41, which recites an E.164 address for each leg of the 
conference call, which allows for a plurality of conference calls. The conference request can 
select charged numbers for the E. 1 64 address). 

For claim 49, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, wherein the communication means is 
configured to send a conference routing number via a respective data path to other participants 
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specified in a conference request (see paragraph 44, which recites a conference equipment which 
sends out a SIP REFER message to potential participants. The REFER message contains the 
URI of the conference owner used to identify a conference call). 

For claim 50, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, further comprising: checking means for 
checking whether callers of received calls relating to the conference call match with the other 
participants specified in the conference request (see paragraph 44, which recites identifying 
callers with their own URI as the originator address that should be the same as the address 
specified in the conference request REFER message). 

For claim 5 1 , Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, further comprising a connection control 
means for connecting individual call legs of participants in a media gateway device (see 
paragraph 36, which recites a Media Gateway Control Function that establishes individual call 
legs to terminal devices on different ends of the connection). 

For claim 52, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, further comprising: interface means for 
providing a direct connection to a media gateway control device to enable routing of a set-up call 
for a conference call from the circuit-switched network to an application server (see paragraph 
41, which recites an application server that creates a voice call to a circuit-switched network 
through a selected Media Gateway Control Function). 

For claim 53, Kallio et al. disclose a server device for providing a connection from a 
packet-switched network to a circuit-switched network, further comprising means for 
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implementing media gateway controller functions in the server device (see paragraph 33, which 
recites a Media Gateway Control Function which controls the Media Gateway function). 

For claim 54, Kallio et al. disclose a computer program product comprising code means 
configured to produce steps for establishing a connection from a user terminal to a packet- 
switched network via a circuit-switched network when loaded into a memory of a terminal 
device (see paragraphs 35 and 58, which recite a SIP user at a terminal device that uses SIP- 
based conference functionality to establish a connection from a user terminal to a packet- 
switched network through a circuit-switched network The SIP user agent is an application 
comprising code stored in memory to perform the connection.). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all • 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

10. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kallio et al. (US 
Patent Application Publication 2004/0190498) in view of Mussman et al. (U.S. Patent 
7,215,643). 

For claims 11, Kallio et al. discloses all the subject matter of the claimed invention with 
the exception of converting the circuit-switched call leg into a voice-over internet protocol 
cormection in a core network of the packet-switched network. Mussman et al. from the same or 
similar fields of endeavor disclose a method and system for communicating between a packet- 
switched network and a circuit-switched network where the packet-switched network comprises 
a Voice over Internet Protocol (VoIP) connection (see column 3 lines 3-18). Thus, it would have 
been obvious to the person of ordinary skill in the art at the time of the invention to use the 
method to communicate between a circuit-switched network and a VoIP packet-switched 
network as taught by Mussman et al. with the method for establishing a connection from a 
packet-switched network to a user terminal via a circuit-switched network as taught by Kallio et 
al. The method to communicate between a circuit-switched network and a VoIP packet-switched 
network as taught by Mussman et al. can be implemented with the method for establishing a 
connection from a packet-switched network to a user terminal via a circuit-switched network as 
taught by Kallio et al. by configuring the terminal equipment to be VoIP network endpoints 
through software (see Mussman et al, column 3 lines 28-30), The motivation for combining the 
method to communicate between a circuit-switched network and a VoIP packet-switched 
network as taught by Mussman et al. with the method for establishing a connection from a 
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packet-switched network to a user terminal via a circuit-switched network as taught by Kallio et 
al. is to improve availability of service by enabling the routing of VoIP traffic over a circuit- 
switched public switched telephone network when VoIP resources are unavailable to complete 
the connection. 

11. Claims 18, 37, and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kallio et al. (US Patent Application Publication 2004/0190498) in view of Hyllander et al. (U.S. 
Patent 7,065,199). 

For claims 18, 37, and 40, Kallio et al. discloses all the subject matter of the claimed 
invention vdth the exception wherein the communication means is configured to use a short 
message service channel for forwarding the conference request. Hyllander et al. from the same 
or similar fields of endeavor disclose a method and system that enables a GSM subscriber in a 
circuit-switched network to establish a telephone connection to an internet user in a packet- 
switched network using a short message service channel (see column 2 lines 27-42). Thus, it 
would have been obvious to the person of ordinary skill in the art at the time of the invention to 
use the system that enables a GSM subscriber in a circuit-switched network to establish a 
telephone connection to an internet user in a packet-switched network using a short message 
service channel as taught by Hyllander et al. with the system for establishing a connection from a 
packet-switched network to a user terminal via a circuit-switched network as taught by Kallio et 
al. The system that enables a GSM subscriber in a circuit-switched network to establish a 
telephone connection to an internet user in a packet-switched network using a short message 
service channel as taught by Hyllander et al. can be implemented with the system for establishing 
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a connection from a packet-switched network to a user terminal via a circuit-switched network as 
taught by Kallio et al. by configuring the telephony/Internet server through software to receive 
and analyze SMS messages (see Hyllander et al, column 2 lines 57-67). The motivation to use 
the system that enables a GSM subscriber in a circuit-switched network to establish a telephone 
connection to an internet user in a packet-switched network using a short message service 
channel as taught by Hyllander et al. with the system for establishing a connection from a 
packet-switched network to a user terminal via a circuit-switched network as taught by Kallio et 
al. is to enable a GSM subscriber to eastablish a telephone connection with an internet user with 
additional equipment. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure, (see form PTO-892). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ben H. Liu whose telephone number is (571) 270-31 18. The 
examiner can normally be reached on 9:00AM to 6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Firmin Backer can be reached on (571) 272-6703. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 



Page 22 



10/799,671 
Art Unit: 2616 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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